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TMs currently registered in Australia 

VASELINE  (no 4624, 1907) 

THERMOS  (no 4938, 1907) 

DICTAPHONE  (no 5331, 1907) 

GRANOLA  (no 32227, 1921) 

CELLOPHANE  (no 40461, 1924) 

WINDCHEATER  (no 70180, 1937) 

JEEP  (no 79890, 1943) 

BAND-AID  (no 81017, 1944) 

FORMICA  (no 84263, 1945)  

LI-LO  (no 92226, 1947) 

BIRO  (no 110718, 1952) 

COMPACTUS  (no 115900, 1953) 

LYCRA  (no 136409, 1958) 

ESKY  (no 170377, 1961) 

VELCRO  (no 171553, 1962) 

STYROFOAM  (no 192831, 1965) 

BOBCAT  (no 198207, 1965) 

ASTROTURF  (no 2017686, 1967) 

DOONA  (no 260713, 1972) 

SELLOTAPE  (no 266801, 1973) 

LAUNDROMAT  (no 349514, 1980) 

ROLLERBLADE  (no 480323, 1988) 

PHOTOSHOP  (no 539638, 1990) 

TEXTA  (no 739621, 1997) 

TASER  (no 1141020, 2006) 

BUBBLEWRAP  (no 1169891, 2007) 

 

 



J Jobling & Co v J McEwan & Co [1933] VLR 168 

• 1924: Jobling acquired a licence from a US owner of a patent for 

heat-resistant glassware known as PYREX  

• Jobling also took an assignment of Australian registered TM for 

PYREX for glassware 

• PYREX name and goods became familiar to the trade and public 

• No other person sold such goods until patent expired in 1931 

• 1931: an Australian glass-manufacturing company began 

making “Agee Pyrexware” by the formula in the expired patent 

• Jobling sued McEwan (a Melbourne hardware merchant) for sale 

of “Agee Pyrexware” glassware 

• TM infringement and passing off 



J Jobling & Co v J McEwan & Co [1933] VLR 168 

Mann J (Supreme Court of Victoria): 

• Accepted contentions of McEwan’s counsel [R.G. Menzies, then 

Victorian Att-Gen] that when the patent expired in 1931: 

• PYREX had become the only common and convenient name 

for the substance to which it was applied; and  

• PYREX did not distinguish Jobling’s manufacture of that 

substance from the manufacture by others of the same 

substance 

• These findings supported McEwan’s motion to remove PYREX 

as a TM “wrongly remaining on the register” 



J Jobling & Co v J McEwan & Co [1933] VLR 168 

Mann J (Supreme Court of Victoria): 

• There was no specific legislative provision in Australia for 

removal of a TM which had become descriptive after registration 

• Such removal is allowed by s 6 of the English Trade Marks Act 

1919, but that was “merely declaratory of the existing law” 

 

• [S 6 of 1919 English TMA provided that a person aggrieved could 

apply to Registrar or Court for removal of a word TM where: 

• it is “the name or only practicable name” of an article or 

substance made under an expired patent; or 

• it is “the only practicable name or description” of any single 

chemical element or single chemical compound, as 

distinguished from a mixture] 



J Jobling & Co v J McEwan & Co [1933] VLR 168 

Mann J (Supreme Court of Victoria): 

• There was no direct judicial precedent for expunging such a 

mark on this ground 

• but the words of s 71(1)(b) were wide enough (i.e. “wrongly 

remaining” on the Register) 

• “Pyrex, being the name of a substance, is necessarily 

descriptive of articles made of that substance.  To allow the 

marks to remain upon the register, therefore, would be in 

effect to countenance a misrepresentation to the public.  

These are sufficient reasons for removing marks as wrongly 

remaining on the register though the original entry therein 

may not have been wrongly made.”  

• PYREX TM removed 



60 years later - back from the dead! 

• 1983: Dow Corning filed fresh Australian application 329519 to 

register PYREX in respect of glassware 

• 1985-1988: 4 adverse reports 

• 1992: application accepted by Registrar 

• 1993: registered! 

• Still registered today 

 



More PYREX 

 



S 56 of the Trade Marks Act 1955 (Cth) 

56 . Words used as name or description of an article or substance  

(1) Subject to this section, the registration of a trade mark does not become invalid 

by reason only of the use, after the date of the registration, of a word or words 

which the trade mark contains or of which it consists, as the name or 

description of an article or substance. 

(2) The succeeding sub-sections of this section have effect where –  

(a) (a) there is a well-known and established use of a word as the name or 

description of an article or substance by a person or persons carrying on a 

trade in that article or substance, not being use in relation to goods connected 

in the course of trade with the proprietor or a registered user of the trade mark 

or, in the case of a certification trade mark, in relation to goods certified by the 

proprietor; or 

(b) (b)  the article or substance was formerly manufactured under a patent, a 

period of two years or more after the patent has ceased has elapsed, and the 

word is the only practicable name or description of the article or substance. 

 



S 56 of the Trade Marks Act 1955 (Cth) 

56 . Words used as name or description of an article or substance  

[continued] . . .  

(3) If the trade mark consists solely of that word, the registration of the trade mark, 

so far as regards registration in respect of the article or substance or of any 

goods of the same description, shall be deemed for the purposes of section 

twenty-two of this Act to be an entry wrongly remaining in the Register. 

(5) For the purposes of any other legal proceedings relating to the trade mark –  

 (a) if the trade mark consists solely of that word, all rights of the registered 

proprietor to the exclusive use of the trade mark;  

 (b)  if the trade mark contains that word and other matter, all rights of the 

registered proprietor to the exclusive use of that word,  

      in relation to the article or substance or to any goods of the same description, 

shall be deemed to have ceased on the date at which the use mentioned in 

sub-s (2)(a) first became well-known and established, or at the expiration of the 

period of two years mentioned in sub s 2(b). 

 



S 61 of the Trade Marks Act 1955 (Cth) 

61. Registration conclusive after 7 years 

(1) In legal proceedings relating to a trade mark registered in Part A of the 

Register . . . , the original registration of the trade mark under this Act shall, after 

the expiration of 7 years from the date of the original registration, be taken to be 

valid in all respects, unless it is shown – 

 (a) that the original registration was obtained by fraud; 

 (b) that the trade mark offends against the provisions of section 28; or 

 (c) that the trade mark was not, at the commencement of the proceedings, 

distinctive of the goods or services of the registered proprietor. 



S 56 of the Trade Marks Act 1955 (Cth) – caselaw 

• S 56 was in force for 40 years, until repealed by 1995 TMA 

• S 56(2)(b) (goods made under expired patent) was never 

considered by any Court 

• S 56(2)(a) was only considered twice by any Courts: 

• F.H. Faulding v ICI (1965) 112 CLR 537 (BARRIER) 

• Trial before McTiernan J 

• Appeal before Barwick CJ, Kitto, Windeyer and Taylor JJ 

• Powell v Glow Zone (CAPS THE GAME) 

• (1996) 36 IPR 343: trial before Sheppard J (obiter) 

• (1997) 39 IPR 506: appeal before Davies, Burchett and 

Lehane J (obiter) 



F H Faulding v ICI (1965) 112 CLR 537 

• Faulding owned registered TM BARRIER  

• in respect of chemical substances prepared for use in 

medicine and pharmacy 

• Faulding alleged infringement by ICI’s product labelled: 

• “SAVLON Hand Protective Cream - a BARRIER cream” 



F H Faulding v ICI (1965) 112 CLR 537 

• ICI argued various defences: 

• S 64(1)(b): good faith descriptive use of BARRIER 

• Not use of BARRIER as a TM 

• S 56(2)(a): well known and established use of BARRIER by 

persons other than Faulding as the description and name of 

“barrier creams” used to protect skin 

• Citing Jobling v McEwan (PYREX) 

• (late amendment) s 60/61(c): BARRIER not distinctive of 

ICI’s goods at the commencement of the proceeding 

• ICI also applied for rectification under ss 22(1)(b) and 56 



F H Faulding v ICI (1965) 112 CLR 537 

• 14 day trial heard in the High Court of Australia at Melbourne 

McTiernan J at trial: 

• No defence under s 64(1)(b) for good faith descriptive use 

• BARRIER correctly describes barrier creams 

• But BARRIER was not purely used by ICI as a description 

• Size and colour of BARRIER on ICI’s packaging is such that 

ordinary customer might be confused into thinking the 

product was Faulding’s BARRIER cream  

• ICI also using BARRIER as a TM:  

• “The word, although used descriptively, is . . . used in effect 

with the object of appropriating the benefit of the reputation of 

the mark enjoyed by the plaintiff.” 



F H Faulding v ICI (1965) 112 CLR 537 

McTiernan J at trial: 

• Defence and ground for rectification made out under s 56(2)(a) 

• ICI bore onus to prove well-known and established use of 

BARRIER by persons other than Faulding, did so by evidence of: 

• use in the trade by retail pharmacists 

• sale of  “Barrier Cream” by others (Kerodex and Innoxa) 

• use in pharmacy trade publications and Martindale’s 

Extra Pharmacopoeia 

• S 56(5) – BARRIER had become well-known and established by 

the time of ICI’s infringement 

• defence applies to ICI’s use 

• Faulding’s TM should be expunged or rectified 



F H Faulding v ICI (1965) 112 CLR 537 

McTiernan J: HCA 1930-1976           Barwick CJ: HCA 1964-1981 



F H Faulding v ICI (1965) 112 CLR 537 

Kitto J on appeal (Barwick CJ and Windeyer J agreeing, Taylor J 

agreeing on s 61(c) but dissenting on s 56): 

• “The question of distinctiveness was, I think the crux of the case; 

but it was overshadowed at the hearing by the respondent’s 

contentions based upon s 56.” 

• S 56 is directed to a different sort of case 

• S 56 is limited to cases where the word is “employed ‘as’, i.e. as 

constituting by itself, the name or description of an article or 

substance” 

• S 56 does not apply to cases where a word is “employed as a 

descriptive epithet in conjunction with a substantive, so that only 

the composite expression is used as the name or description of 

an article or substance” 



F H Faulding v ICI (1965) 112 CLR 537 

Kitto J on appeal (Barwick CJ and Windeyer J agreeing, Taylor J 

dissenting): 

• Evidence showed a well-known and established use of “Barrier 

Cream” but not “Barrier” as the name or description of a kind of 

skin protective creams 

• ICI’s reliance on s 56 was misplaced because: 

“it depends upon maintaining the somewhat bold 

proposition that the use of a word as an adjective is a use 

of it as a substantive.” 

• The reliance placed at trial on s 56 diverted attention from the 

real defence and ground for rectification:  

• BARRIER lacked distinctiveness at time of registration 



F H Faulding v ICI (1965) 112 CLR 537 

Barwick CJ agreed with Kitto J without further comment. 

Windeyer J: 

• Agreed with Kitto J that BARRIER lacked distinctiveness.  

• S 56 only applies to “a word sufficient of itself to indicate a thing 

of a particular kind” 

• An adjective is capable of becoming a substantive, eg “pekinese” 

for dogs, “burgundy” for wine, and “overalls” for garments 

• “The word ‘Barrier’ could, I suppose, come into use in this way 

as the name or description of an article or substance, so that a 

person wanting some of that substance would ask in a pharmacy 

for a tube or a jar of barrier.  But there is nothing to suggest that 

this has happened.” 



F H Faulding v ICI (1965) 112 CLR 537 

Taylor J agreeing re lack of distinctiveness but dissenting re s 56: 

• It is true that BARRIER, in isolation, does not designate skin 

protective creams 

• But it is unnecessary under s 56 to establish that the word has 

been use as the name of an article or substance 

• It is sufficient if it amounts to a “description” when applied to 

some specific article or substance 

• When BARRIER is used as an adjective in relation to skin 

protective creams, it is a descriptive term 

• Otherwise, a curious anomaly arises: BARRIER CREAM would 

fall within s 56, but BARRIER would not 



F H Faulding v ICI (1965) 112 CLR 537 

Subsequent commentary on Taylor J’s judgment: 

• All editions of Shanahan’s text endorse Taylor J’s analysis as to 

the anomaly arising under the majority’s approach  

• describe the result of the majority’s decision as “unfortunate” 

• Unanimous High Court in Campomar v Nike (2000) 202 CLR 45 

(decided under 1955 TMA): 

• endorsed Taylor J’s analysis that s 56 should be seen as an 

exhaustive definition of what use after registration will 

operate to invalidate a trade mark 

• but, did not comment on the disagreement between Taylor 

and Kitto JJ as to whether s 56 should apply to adjectival use  



Powell v Glow Zone Products PL (1996) 36 IPR 343 

• A children’s game in the United States, which apparently 

originated in Hawaii, was played with milk bottle caps: 

• players took turns to strike a stack of milk caps with a harder 

disc or cap known as a “slammer”  

• the player striking the stack was entitled to those caps which 

were turned over after they were struck 

• Early 1990s – game was revived by a school teacher in Hawaii 

• Game became a craze spreading to California and other parts of 

the United States 

 



Powell v Glow Zone Products PL (1996) 36 IPR 343 



Powell v Glow Zone Products PL (1996) 36 IPR 343 

• May 1994: Powell applied to register Australian TM: CAPS THE 

GAME in respect of games and amusement goods 

• TM registered in December 1994 

• Powell sued Glow Zone for sale of GLO-CAPS games  

Sheppard J at trial: 

• CAPS not distinctive of Powell’s goods, thus wrongly registered 

• Also, obiter, there was a well known and established use of 

CAPS as the name or description of the articles  

• from about October or November 1994  

• Powell thus deprived of exclusive rights under s 56(5) 

• “I am satisfied that the mark was used generically 

subsequent to registration” 



Powell v Glow Zone Products PL (1997) 39 IPR 506 

• Appeal dismissed by Davies, Burchett and Lehane JJ on the 

basis that CAPS TM could not be distinctive 

Davies J, obiter, re s 56:  

• The time by which CAPS became “well known and established” 

as a description (Nov 1994) was after filing (May 1994) but prior 

to registration of TM (Dec 1994) 

• although the registration dated back to May 1994 

• the deeming provision of s 56(5) could not apply at Nov 1994 

because Powell was not a registered proprietor at that time 

• s 56 is concerned with cases where the TM is registered and 

owner fails to take steps to protect its exclusivity 

 



Powell v Glow Zone Products PL (1997) 39 IPR 506 

Burchett and Lehane JJ, obiter, re s 56: 

• “well-known and established use” referred to in s 56(2)(a) is use 

after registration, not use between application and registration 

 

Lehane J, obiter, re s 56: 

• “It may be added that, if there was any doubt under s 56, it is 

difficult to see any scope for doubt under s 24 of the Trade 

Marks Act 1995 (Cth).” 

 



Differences between s 56(2)(a) 1955 Act and s 24 1995 Act? 

• Key test changed: 

• from: “a well-known and established use of a word as 

the name or description of an article, substance or 

service” 

• to: “becomes generally accepted within the relevant 

trade as the sign that describes or is the name of an 

article substance or service” 

• Timing clarified: 

• s 24 applies if TM becomes so generally accepted 

“after the date of registration” 

• s 72(1): date of registration is deemed to be the filing 

date 



s 24 of the Trade Marks Act 1995 (Cth) 

24  Trade mark consisting of sign that becomes accepted as sign 

describing article etc. 

(1)  This section applies if a registered trade mark consists of, or contains, a 

sign that, after the date of registration of the trade mark, becomes generally 

accepted within the relevant trade as the sign that describes or is the name 

of an article, substance or service. 

(2)  If the trade mark consists of the sign, the registered owner: 

(a)  does not have any exclusive rights to use, or authorise other persons 

to use, the trade mark in relation to: 

(i)  the article or substance or other goods of the same description; or 

(ii)  the service or other services of the same description; and 

(b)  is taken to have ceased to have those exclusive rights from and 

including the day determined by the court under subsection (4). 



s 24 of the Trade Marks Act 1995 (Cth) 

24  Trade mark consisting of sign that becomes accepted as sign 

describing article etc. 

[Continued] 

(3)  If the trade mark contains the sign, the registered owner: 

(a)  does not have any exclusive rights to use, or authorise other persons 

to use, the sign in relation to: 

(i)  the article or substance or other goods of the same description; or 

(ii)  the service or other services of the same description; and 

(b)  is taken to have ceased to have those exclusive rights from the day 

determined by the court under subsection (4). 

(4)  For the purposes of subsections (2) and (3), a prescribed court may 

determine the day on which a sign first became generally accepted within 

the relevant trade as the sign that describes or is the name of the article, 

substance or service. 



Differences between s 56(2)(b) 1955 Act and s 25 1995 Act? 

• Each apply to an article or substance formerly 

“manufactured” (1955 Act) or “exploited” (1995 Act) under 

a patent which has expired for more than two years 

• Key test changed: 

• from (1955 Act): “the word is the only practicable name 

or description of the article, substance or service” 

• a stricter test - one alternative practicable name is 

enough to preserve registration, even if little known 

• to (1995 Act): “the sign is the only commonly known 

way to describe or identify the article substance or 

service” 



s 25 of the Trade Marks Act 1995 (Cth) 

25  Trade mark relating to article etc. formerly manufactured under patent 

(1)  This section applies if: 

(a)  a registered trade mark consists of, or contains, a sign that describes 

or is the name of: 

(i)  an article or substance that was formerly exploited under a patent; 

or 

(ii)  a service that was formerly provided as a patented process; and 

(b)  it is at least 2 years since the patent has expired or ceased; and 

(c)  the sign is the only commonly known way to describe or identify the 

article, substance or service. 



s 25 of the Trade Marks Act 1995 (Cth) 

25  Trade mark relating to article etc. formerly manufactured under patent 

[Continued] 

(2)  If the trade mark consists of the sign, the registered owner: 

(a)  does not have any exclusive rights to use, or authorise other persons 

to use, the trade mark in relation to: 

(i)  the article or substance or other goods of the same description; or 

(ii)  the service or other services of the same description; and 

(b)  is taken to have ceased to have those exclusive rights from the end of 

the period of 2 years after the patent expired or ceased. 



s 25 of the Trade Marks Act 1995 (Cth) 

25  Trade mark relating to article etc. formerly manufactured under patent 

[Continued] 

(3)  If the trade mark contains the sign, the registered owner: 

(a)  does not have any exclusive rights to use, or authorise other persons 

to use, the sign in relation to: 

(i)  the article or substance or other goods of the same description; or 

(ii)  the service or other services of the same description; and 

(b)  is taken to have ceased to have those exclusive rights from the end of 

the period of 2 years after the patent expired or ceased. 



s 87 of the Trade Marks Act 1995 (Cth) 

87  Amendment or cancellation - loss of exclusive rights to use trade 

mark 

(1)  If section 24 or 25 applies in relation to a registered trade mark, a 

prescribed court may, on the application of an aggrieved person or the 

Registrar, but subject to subsection (2) and section 89, order that the 

Register be rectified by: 

(a)  cancelling the registration of the trade mark; or 

(b)  removing or amending any entry in the Register relating to the trade 

mark; 

 having regard to the effect of section 24 or 25 (as the case may be) on the 

right of the registered owner of the trade mark to use the trade mark, or any 

sign that is part of the trade mark, in relation to particular goods or services. 



s 87 of the Trade Marks Act 1995 (Cth) 

87  Amendment or cancellation - loss of exclusive rights to use trade 

mark [Continued] 

(2)  If section 24 or 25 applies in relation to the trade mark because the trade mark 

contains a sign that: 

(a)  has become generally accepted within the relevant trade as the sign that 

describes or is the name of an article, substance or service; or 

(b)  describes or is the name of: 

(i)  an article or substance that was formerly exploited under a patent; or 

(ii)  a service that was formerly provided as a patented process; 

 the court may decide not to make an order under subsection (1) and allow the trade 

mark to remain on the Register in respect of: 

(c)  the article or substance or goods of the same description; or 

(d)  the service or services of the same description; 

subject to any condition or limitation that the court may impose. 



s 89 of the Trade Marks Act 1995 (Cth) 

89 Rectification may not be granted in certain cases if registered owner 

not at fault etc. 

(1)  The court may decide not to grant an application for rectification made: 

(a)  under section 87; or 

. . . 

 if the registered owner of the trade mark satisfies the court that the ground 

relied on by the applicant has not arisen through any act or fault of the 

registered owner. 

(2)  In making a decision under subsection (1), the court: 

(a)  must also take into account any matter that is prescribed; and 

(b)  may take into account any other matter that the court considers relevant. 



s 234(2)(e) of the Trade Marks Act 1995 (Cth) 

• Transitional provision for TMs filed under 1955 Act 

• Applies to TMs filed before 1 Jan 1996 

• Limited to TMs which have been registered for 7 years 

• since 2003 that has been inevitable for all TMs filed under 

the 1955 TMA, i.e. filed before 1996 

• S 234(2)(e): in any legal proceedings, the original registration of 

the TM is taken to be valid in all respects unless it is shown that: 

“the trade mark did not, at the commencement of the 

proceedings, distinguish the goods or services of the 

registered owner in relation to which the trade mark is used 

from the goods or services of other persons.” 

 



Judicial consideration of ss 24 and 25 of 1995 TMA 

• In 19 years since 1995 TMA took effect: 

• s 24 considered in three cases: 

• Australian Co-op Foods v Norco Co-op (1999) 45 IPR 

228 (LITE WHITE) 

• Alcon Inc v Bausch & Lomb (2009) 83 IPR 210 (BSS) 

• Mantra Group PL v Tailly PL (No 2) (2010) 183 FCR 

450 (CIRCLE ON CAVILL) 

• s 25 considered in one case: 

• Mayne Industries v Advanced Engineering (2008) 

166 FCR 312 (S-dropper shape TM) 



Australian Co-op Foods v Norco Co-op (1999) 45 IPR 228 

• 1988 (under 1955 TMA): LITE WHITE TM registered in Pt B of 

Register in the name of the NSW Dairy Corp 

• Mar 1998: Aust Co-op Foods (ACF) acquired LITE WHITE TM  

• as part of deregulation of NSW dairy industry 

• Jun-Aug 1998: ACF and Norco unsuccessfully tried to merge 

• Sep 1998: ACF formally licensed Norco to use LITE WHITE TM 

• Norco used LITE WHITE co-branded with own TM, without 

ACF’s approval 

• ACF sued Norco for TM infringement 

• Norco cross-claimed for rectification on various grounds, 

including under ss 87 and 24 

• i.e. that LITE WHITE had become descriptive 



Australian Co-op Foods v Norco Co-op (1999) 45 IPR 228 

Bryson J (NSW Sup Ct): 

• LITE WHITE states two highly obvious and significant 

characteristics of milk 

• not inherently adapted to distinguish milk 

• “It is surprising that two such ordinary words referring to such 

obvious characteristics of the product should have been the 

subject of registration and legal monopoly, but it should be 

inferred that they were registered because the view was taken 

that they were capable of becoming distinctive . . .” 

 

 

 

 



Australian Co-op Foods v Norco Co-op (1999) 45 IPR 228 

Bryson J, rejecting ss 24/87 cross-claim for rectification: 

• The evidence was only from the perception of milk processors 

• no evidence from the perception of customers or retailers 

as to the meaning of LITE WHITE 

• The milk processors’ evidence showed: 

• they all treated LITE WHITE as a TM protected by law 

• they only used it under licence agreements 

• “There was not a process in which the marks became generally 

accepted as descriptive, but the marks continued to be regarded 

and treated as defensible registered trade marks, the use of 

which was worth having, worth having, worth protecting by 

licence agreements and worth paying money for.” 

 

 

 



Mayne Industries v Advanced Engineering (2008) 166 FCR 312 

• 1969: patent granted for an 

 improved fence dropper  

 with S shaped catch 

• S shaped catch central to  

 functionality of invention 

• Other shapes could also work,  

 but S shape owed its shape  

 precisely to the functional  

 solution its shape served 

 



Mayne Industries v Advanced Engineering (2008) 166 FCR 312 

• From 1969, patentee made and sold S shaped fence dropper  

• 1984: patent expired 

• 1993: Mayne acquired patentee’s business 

• Fence dropper made and sold originally by patentee and later by 

Mayne became commonly known as “the S dropper” 



Mayne Industries v Advanced Engineering (2008) 166 FCR 312 

• 2001: Mayne filed TM application for  

 registration of a shape in respect of  

 fence droppers,  see picture: 

• 2004: TM registered 

• 2003: AEG imported and sold fence  

 droppers substantially identical with  

 Mayne’s TM 

• AEG sought to take advantage of demand 

 for that precise S shaped dropper 

• Mayne sued AEG for TM infringement 

• AEG pleaded defences and cross-claims under ss 24 and 25 



Mayne Industries v Advanced Engineering (2008) 166 FCR 312 

• S 24 defence and cross-claim abandoned by AEG at trial 

• AEG conceded that it could not show that the sign became 

“generally accepted” as descriptive after registration 

Greenwood J: 

• AEG did not use the shape as a TM, so no infringement 



Mayne Industries v Advanced Engineering (2008) 166 FCR 312 

Greenwood J, cancelling registration under ss 25 and 87: 

• A shape TM is capable of describing an article 

• s 25 contemplates that a “sign” may describe an article 

• s 6 defines “sign” as including a shape  

• Mayne’s S-shaped TM described the fence dropper formerly 

exploited under the patent 

• “S” shape had become the only commonly known way to 

describe or identify the article 

 



Mayne Industries v Advanced Engineering (2008) 166 FCR 312 

Greenwood J, cancelling registration under ss 25 and 87: 

• Mayne’s patent expired in 1984 

• S 25(2) thus deprived Mayne of exclusive rights as from 1986 

• notwithstanding that those TM rights did not arise until: 

• 2001 (application for TM) or  

• 2004 (sealing of TM) 

• Discretion under ss 87 and 89 should not prevent removal: 

• by registering 3D shape for a functional S shaped loop for 

fence droppers, Mayne sought to recreate the monopoly 

under the expired patent, renewable every 10 years  



Mayne Industries v Advanced Engineering (2008) 166 FCR 312 



Mayne Industries v Advanced Engineering (2008) 166 FCR 312 

• NB – no reference by Greenwood J to arguably contrary 

authority of Full Court in Powell v Glow Zone 

• (albeit obiter, and referring to different legislation) 

• Each of s 56(5)(a) of 1955 TMA and s 25(3) of 1995 TMA refer to 

negating the rights of the “registered” proprietor/owner 

• Full Court in Powell: this means that s 56 can only apply 

to TMs which become descriptive after registration 

• s 25(3)(b) of 1995 TMA also states that the rights of the 

registered owner are “taken to have ceased” 2 years after the 

patent expires 

• Query if TM rights can “cease” in 1985, 15 years before 

the TM was applied for in 2001 

• On the other hand, decision reflects the clear policy basis of s 25 

 



Alcon Inc v Bausch & Lomb (2009) 83 IPR 210 

• Alcon’s registered TM: BSS for opthalmic irrigating solution 

• Registered under 1955 TMA 

• Alcon sued Bausch for supplying ophthalmic irrigating 

solution with label reading: 

AQSIA™ 

BSS 19 ml 

STERILE 

CE 

1275 

BAUSCH 

& LOMB 

• Bausch cross-claimed for cancellation, including s 24: 

• BSS descriptive and/or generic of balanced salt 

solution 



Alcon Inc v Bausch & Lomb (2009) 83 IPR 210 

Foster J, rejecting cross-claim under s 41 (distinctiveness): 

• Journal articles published in Australia suggest that BSS 

was used as abbreviation for “balanced salt solution” 

• This does not prove lack of distinctiveness 

• BSS never appears in those journal articles without a 

prior reference to “balanced salt solution” 

• No other trader before Bausch showed any desire to use 

BSS as a generic product name 

• Alcon always used BSS with ® 

• Alcon did not stand by and allow others to use BSS 

generically 



Alcon Inc v Bausch & Lomb (2009) 83 IPR 210 

Foster J, rejecting cross-claim under s 24: 

• Relevant question is whether BSS became descriptive 

between March 1988 (application date) and Dec 2006 

(commencement of proceeding) 

• There must be “general acceptance” that the TM is the 

generic name of the article or substance 

• “Use sometimes by some people will not be enough.  

Nor will the requirements of the section be satisfied if 

the mark is only one of two or more generic names for 

the article or substance.” 

 



Alcon Inc v Bausch & Lomb (2009) 83 IPR 210 

Foster J, rejecting cross-claim under s 24: 

• The generic name for the article is “balanced salt solution”  

• While BSS may well be an acronym for that name, it did 

not become generally accepted within the relevant period 

as the generic signification of that solution 

• “The most that can be said, on the evidence, is that the 

letters ‘BSS’ were sometimes used in the relevant 

period in scientific journal articles as a convenient 

editorial abbreviation for ‘balanced salt solution’.”  

• Bausch based its case on publications, and called no 

doctor, nurse, pharmacist, purchasing officer or other third 

party participant in the relevant trade 



Alcon Inc v Bausch & Lomb (2009) 83 IPR 210 

Foster J, upholding infringement claim: 

• BSS used as a TM 

• BSS used on Bausch’s product in a branding role 

• No defence under s 122(1)(b)(i) for good faith description 

• Bausch did not give a full and frank explanation as 

to why it used BSS 



Mantra Group PL v Tailly PL (No 2) (2010) 183 FCR 450 

• Circle on Cavill, 

 apartment building 

 in Surfers Paradise 

• Mantra and Tailly each  

 engaged in letting apartments 

 in Circle on Cavill complex 

• Mantra lets 261 apartments 

• Tailly lets 39 apartments  

 

 



Mantra Group PL v Tailly PL (No 2) (2010) 183 FCR 450 

• Mantra owns registered TMs for CIRCLE ON CAVILL for 

accommodation services 

• Mantra has many domain names, eg  circleoncavill.com.au 

• Tailly used “Circle on Cavill” in internet advertising and 

marketing, including: 

• in domain names eg www.ecircleoncavill.com.au,  

www.circleoncaville.com.au   

• on websites 

• Tailly used “Circle on Cavill” logo TM on letters directing a 

third party to switch a listing form Mantra to Tailly 

• Tailly registered www.mantra.au.com and used “Mantra” 

as a metatag in source code for the related website 

 

http://www.ecircleoncavill.com.au
http://www.circleoncaville.com.au
http://www.mantra.au.com


Mantra Group PL v Tailly PL (No 2) (2010) 183 FCR 450 

Reeves J: 

• Tailly used “Circle on Cavill” as a TM 

• Tailly did not use “Circle on Cavill” in good faith to indicate 

geographical origin of services 

 

 



Mantra Group PL v Tailly PL (No 2) (2010) 183 FCR 450 

Reeves J, rejecting cross-claim for cancellation under s 24: 

• “Relevant trade” is the provision of short-term or holiday 

accommodation  

• across Australia, not limited to Surfers Paradise 

• S 24 requires the TM to describe articles, i.e. basic 

components of the goods or services that are the subject 

of the TM 

• Does not apply to the “Circle on Cavill” buildings 

• “the word “building” ordinarily refers to a structure that 

is too complex, large and substantial and comprising 

too many pieces or things that it could be said in 

ordinary language to be an article in the sense of an 

individual piece, thing or particular item.” 

 



Mantra Group PL v Tailly PL (No 2) (2010) 183 FCR 450 

Reeves J, rejecting cross-claim for cancellation under s 24: 

• Also, “Circle on Cavill” was not “generally accepted” as the 

the name of the Circle on Cavil complex 

• Tailly’s expert opinion evidence had various 

admissibility problems 

• Tailly relied on evidence of various participants in 

Surfers Paradise short term accommodation trade 

• evidence failed to address timing of when the name 

became generic 

• evidence did not establish general acceptance 

• s 24 requires that the TM is the name, not just one 

of many names for the Circle on Cavil complex 



Australian Health v Irrewarra Estate (2012) 292 ALR 101 

• GRANOLA registered TM since 1921 for cereals 

• Alleged TM infringement by Irrewarra by sale of: 

 

 

 

 

 

 

 

 



Australian Health v Irrewarra Estate (2012) 292 ALR 101 

Jagot J, finding no infringement because GRANOLA not used as a TM: 

• Necessary to consider the totality of the packaging 

• GRANOLA is inherently suggestive of a grain product 

• GRANOLA appears as part of product description:  

• “ALL NATURAL HANDMADE GRANOLA” 

• GRANOLA not prominent, relative to IRREWARRA TM 

• Unreal to argue that GRANOLA is only descriptive in North America 

• in view of modern international cultural exchanges 

• Australian dictionaries indicate descriptive meaning in Australia 

• In any event, ALL NATURAL HANDMADE GRANOLA not substantially 

identical nor deceptively similar to GRANOLA 

 

 

 

 

 

 

 

 



Australian Health v Irrewarra Estate (2012) 292 ALR 101 

• Jagot J not asked to consider any defence or cross-claim under s 24 

• i.e. that GRANOLA had become a generic description since 1921 

• Australian Health submitted that Irrewarra had sought to run a case 

under s 24 in disguise 

 

• Descriptiveness of GRANOLA was only one of a combination of factors 

which led to a finding of no infringement 

• No finding that Irrewarra’s use of GRANOLA per se would be 

defensible on grounds of genericism 

• GRANOLA TM registration remains intact 

 

 

 

 

 

 

 

 

 

 



Australian Health v Irrewarra Estate (2012) 292 ALR 101 

• No reference by Jagot J to “Crunchy Granola Suite” by Neil Diamond 

 

 

 

 

 

 

 

 



114 years since Federation of Australia 1901 . . .  

• 1901-1955:  no legislation for removal of generic TMs 

• One TM removed (PYREX), but resurrected in 1993 

• 1955-1995:  s 56 of 1955 TMA applied 

• No TMs removed for becoming generic after 

registration or as name of formerly patented article 

• 1995-2015:  ss 24, 25 and 87 of 1995 TMA apply 

• s 24: No TMs removed for becoming generic after 

registration 

• s 25: One TM removed as name of patented article 

under (S-dropper shape TM)   

 



Issues for consideration? 

• Jurisdiction to cancel or rectify TMs which have become 

generic is limited to Courts 

• No-one ever applies unless sued for infringement 

• Consider: allow applications for cancelation or removal to 

be made directly to the Registrar? 

• Like applications to Registrar to remove for non-use 

• NZ allows applications to Court or Commissioner 



Issues for consideration? 

• Important: call evidence from a range of participants in the 

trade, including retailers, customers and other end-users  

• lack of such evidence was a key factor in: 

• Australian Co-op Foods v Norco (LITE WHITE) 

• Alcon v Bausch (BSS) 

• Such evidence must show general acceptance as the 

name of article or substance, and address timing of 

becoming descriptive 

• cf Mantra v Tailly (CIRCLE ON CAVILL) 



TMs likely to remain registered in Australia? 

VASELINE  (no 4624, 1907) 

THERMOS  (no 4938, 1907) 

DICTAPHONE  (no 5331, 1907) 

GRANOLA  (no 32227, 1921) 

CELLOPHANE  (no 40461, 1924) 

WINDCHEATER  (no 70180, 1937) 

JEEP  (no 79890, 1943) 

BAND-AID  (no 81017, 1944) 

FORMICA  (no 84263, 1945)  

LI-LO  (no 92226, 1947) 

BIRO  (no 110718, 1952) 

COMPACTUS  (no 115900, 1953) 

LYCRA  (no 136409, 1958) 

ESKY  (no 170377, 1961) 

VELCRO  (no 171553, 1962) 

STYROFOAM  (no 192831, 1965) 

BOBCAT  (no 198207, 1965) 

ASTROTURF  (no 2017686, 1967) 

DOONA  (no 260713, 1972) 

SELLOTAPE  (no 266801, 1973) 

LAUNDROMAT  (no 349514, 1980) 

ROLLERBLADE  (no 480323, 1988) 

PHOTOSHOP  (no 539638, 1990) 

TEXTA  (no 739621, 1997) 

TASER  (no 1141020, 2006) 

BUBBLEWRAP  (no 1169891, 2007) 

 

 


